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DETAILED ACTION 



Response to Arguments 

1 . Applicant's arguments filed 7/3/2007 with respect to claims 10-18 have been 
considered but are moot in view of the new ground(s) of rejection. 



Specification 

2. The new title of the invention filed 7/3/2007 was received and accepted. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528. 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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3. Claims 10-18 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-9 of U.S. Patent No. 6,633,337 in 
view of Reele et al. (US 5,893,037). 

Regarding claim 10, the limitations of claim 10 of the instant application 
is met by the Patent claim 1 except for a portable telephone, wherein said portable 
telephone comprises a telephone unit and a unit separate from said telephone unit, said 
separate unit being connected to said telephone unit via a connector Instead, the 
Patent claim 10 discloses the electronic camera as "a separate unit" having said two- 
dimensional display element and said magnifying optical system disposed therein. 

However, it is well recognized by Reele that an electronic camera unit (10) 
having an integrated viewfinder (18) can be electrically coupled to a cellular telephone 
unit (28) via a connector (24/26) to form a portable telephone having imaging capability 
(see Reele; Fig. 2; col. 1, lines 55-62 and col. 2. lines 59-66). According to Reele. the 
combination of the electronic camera and the cellular phone provides an advantage that 
allows the user to wirelessly transmit images from the camera unit to other devices via 
cellular communication transmission for video conferences or other purposes (see 
Reele, col. 1, lines 10-15 and col. 6, lines 7-10). 

Therefore, it would have been obvious to one of ordinary skill in the art to 
combine the teaching of the Patent claim 10 and Reele to create a portable phone by 
electrically coupling a telephone unit and a camera unit having a viewfinder so as to 
allow the user to wirelessly transmit images from the camera unit to other devices via 
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cellular communication transmission for video conferences or other purposes as 
suggested by Reele above. 

Regarding claims 11-18, theses claims are also met by the Patent claims 2-9, 
respectively, in view of Reele as discussed in claim 10. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 10-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Okuyama et al. (US 5,689,736) in view of Reele et al. (US 5,893,037). 

Regarding claim 10, Okuyama discloses a portable apparatus (a video camera; 
col. 1, lines 10-12) comprising: 

a phototaking optical system (inherent lens of the video camera); 

two-dimensional image pickup element for receiving an object image formed by 
said phototaking optical system (see col. 1 , lines 10-12 and col. 2, line 40 in which a 
two-dimensional image pickup element is also inherently included in the video camera 
as an image sensor); 
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a two-dimensional display element (display 2 shown in Figs. 1 A-2) for displaying 
said object image in the form of an image to be viewed (col. 4, lines 52-56); 

a magnifying optical system (optical member 1 in Fig. 1 A & 2) for guiding said 
image to a viewer's eyeball (col. 2, lines 36-46 and col. 4, lines 43-56), wherein: said 
magnifying optical system includes a first reflecting surface (surface a) for turning back 
an optical path between said two-dimensional display element and said viewers eyeball 
to achieve compactness (Figs. 1 A & 2), said first reflecting surface being formed by a 
curved surface having an image-magnifying action (see col. 4, lines 47-51 and col. 2, 
lines 44-45). 

As seen in Okuyama, the two-dimensional display element and the magnifying 
optical system disposed therein are implemented as a viewfinder of the camera in a 
camera unit, Okuyama does not disclose that the camera unit further comprises a 
separate telephone unit connected to the camera unit via a connector to form a portable 
telephone. 

However, it is well recognized by Reele that an electronic camera unit (10) 
having an integrated viewfinder (18) can be electrically coupled to a cellular telephone 
unit (28) via a connector (24/26) to form a portable telephone with imaging capability 
(see Reele; Fig. 2; col. 1, lines 55-62 and col. 2, lines 59-66). According to Reele, the 
combination of the electronic camera and the cellular phone provides an advantage that 
allows the user to wirelessly transmit images from the camera unit to other devices via 
cellular communication transmission for video conferences or other purposes (see 
Reele, col. 1, lines 10-15 and col. 6. lines 7-10). 
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Therefore, it would have been obvious to one of ordinary skill in the art to 
combine the teaching of Okuyama and Reele to create a portable phone by electrically 
coupling a telephone unit and a camera unit having a viewfinder so as to allow the user 
to wirelessly transmit images from the camera unit to other devices via cellular 
communication transmission for video conferences or other purposes as suggested by 
Reele. 

Regarding claim 11, it is also clear in Okuyama that said magnifying optical 
system further includes a second reflecting surface (surface b) located in opposition to 
said first reflecting surface (surface a) to turn back an optical path between said first 
reflecting surface and said second reflecting surface, thereby making a distance 
between said two-dimensional display element (2) and said viewer's eyeball short (see 
Okuyama, Fig. 2). 

Regarding claim 12, Okuyama further discloses that said first reflecting surface 
and said second reflecting surface are a prism member (Fig. 2 and col. 2, lines 64-67) 
made up of a transparent medium having a refractive index (n) greater than 1 .3 (see the 
table in col. 9 and col. 10, wherein the refractive index of the prism is 1.49 which is 
greater than 1.3). 

Regarding claim 13, Okuyama clearly shows in Figs. 1A & 2 that said first 
reflecting surface (surface a) is formed on one surface of said prism member, and said 
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second reflecting surface (surface b) is located at a position where a medium of said 
prism member is sandwiched between said first reflecting surface and said second 
reflecting surface. 

Regarding claim 14, also disclosed by Okuyama is that the second surface 
(surface b) is combined transmitting and reflecting surface (transmitting light E to light 
sensor 6 and reflecting light L to the user's eye as shown in Fig. 2 and col. 5, lines 10- 
16). 

Regarding claim 15, Okuyama further discloses that at least one of said first 
reflecting surface or said second reflecting surface is formed by a rotationally 
asymmetric surface having an action to make correction for aberrations produced by 
decentration (Fig. 2 and col. 3, lines 44-50). 

Regarding claim 16, it is also seen in the combined teaching of Okuyama and 
Reele that said two-dimensional image pickup element (an image sensor placed behind 
photographing lens, i.e., Fig. 1 of Reele) is located in opposition to said two-dimensional 
display element (the display 2 of the viewfinder as shown in Fig. 1A of Okuyama; it 
should be noted that the display of the viewfinder is located at the top of the camera as 
indicated by 18 in Reele). 



Application/Control Number: 10/628,473 Page 8 

Art Unit: 2622 

5. Claims 17/10 - 17/16 and 18/10 - 18/16 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Okuyama et al. and Reele et al. as applied to claims 10-16 and 
in further view of Nakao (US 5,161 ,025). 

Regarding claims 17/10 - 17/16, although Okuyama discloses the magnifying 
optical system including one surface to guide an image displayed on the display 
element (2) to the view's eyeball as shown in Fig. 2, Okuyama and Reele do not 
explicitly disclose that said magnifying optical system has two actions, one to guide an 
image displayed on said two-dimensional display element to said viewer's eyeball and 
the other to guide object light phototaken by said phototaking optical system directly to 
said viewer's eyeball. 

Nakao teaches a video camera including a magnifying optical system (Figs. 1-6, 
12 & 13) that has two actions realized by combined light transmitting and reflecting 
surface of an optical element (134 shown in Fig. 13) that transmits light when shutter 
160 is open, and reflects light from two-dimensional display element (i.e., LCD 138, 140 
shown in Fig. 13) when shutter 160 is in a hybrid mode so that the viewer can see either 
or both images from optical viewfinder (OVF) and electronic viewfinder (EVF) in 
combination (see Nakao, col. 6, line 64 - col. 7, line 20). 

Therefore, it would have been obvious to one of ordinary skill in the art to 
combine the teachings of Okuyama, Reele and Nakao to construct a magnifying optical 
system having two actions, one to guide an image displayed on said two-dimensional 
display element to said viewer's eyeball and the other to guide object light phototaken 
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by said phototaking optical system directly to said viewer's eyeball for enabling a hybrid 
mode so that the view would be able to see either or both images from the optical 
viewfinder and the electronic viewfinder when necessary. 

Regarding claim 18/10 - 18/16, Okuyama in view of Reele as discussed in claims 
10-16 teaches the camera unit (Fig. 3 of Reele) comprises a signal processing circuit 
(image processor 48), a controller (control unit 50), a driver (display driver by control 
circuit 50) and a recording/reproducing unit (memory unit 52) are operated so that an 
object image received at said two-dimensional image pickup element (image sensor 44) 
is recorded in said recording/reproducing unit upon photoelectric conversion and, at the 
same time, is displayed on said two-dimensional display element by said driver via said 
controller during phototaking (in an electronic viewfinder mode), and, after phototaking a 
signal recorded in said recording/reproducing unit is reproduced to display an electronic 
image on said two-dimensional display element by said driver (in a playback mode) via 
said controller (see Reele, Fig. 3 and col. 3, lines 15-63, and Okuyama, col. 4, liners 51- 
56). 

Okuyama and Reele do not explicitly teach that the signal processing circuit, the 
controller, the driver and the recording/reproducing unit are arranged between the two- 
dimensional image pickup element and the two-dimensional display element (the 
display 2 in the viewfinder disclosed by Okuyama which corresponds to the viewfinder 
18 of Reele). 
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However, this lack of teaching is compensated by Nakao, Figs. 12 & 13. Nakao 
discloses that, between the image sensor (122) and display element (138, 140) of the 
viewfinder (1 14), there are a signal processing circuit (124), a controller (126), a driver 
(164) and recording/reproducing unit (128) so that image received by the image pickup 
device and recorded in the recording/reproducing unit and is displayed at the same time 
or at a later time on the two-dimensional display element (138,140) by the driver (164) 
under control of EVF controller (126) (see Nakao, col. 5, line 57 - col. 6, line 17; col. 7. 
line 24-44 and col. 10, lines 37-47). 

Therefore, it would have been obvious to one of ordinary skill in the art to 
configure the portable telephone of Okuyama and Reele to include the teaching of 
Nakao for arranging a signal processing circuit, a controller, a driver and a 
recording/reproducing unit in between the image sensor and the display element in a 
logic arrangement for circuit layout in a compact fashion so as to capture and process 
image signals to display the image on the display unit for the user to review during 
photographing. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to tliis final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nhan T. Tran whose telephone number is (571) 272- 
7371 . The examiner can normally be reached on Monday - Friday, 8:00am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Ometz can be reached on (571) 272-7593. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/628,473 



Page 12 



Art Unit: 2622 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

NHAN T. IRAN 
Patent Examiner 



DAVID OMETZ 
SUPERVISORY PATENT EXAMINER 




